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1 . Newly submitted claims directed to an invention that is independent or distinct from the 
invention originally claimed for the following reasons: 

I. Claims 1-27, drawn to a golf bag carrier, classified in class 206, subclass 3 1 5.3, 

II. Claims 28-34, drawn to a method of using golf clubs, classified in class 206, 
subclass 315.3, 

III. Claims 35-39, drawn to a method of manufacturing golf bag carrier, classified in 
class 29 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions III and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make another and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made from other process, i.e., the helmet can be place on the bag as a 
cover and then attach to a carrier. 

3. Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product. See MPEP 

§ 806.05(h). In the instant case, the process for using the product can be practiced with other 
products, e.g., baseball bats, hockey sticks, etc. The product as claimed can be used in a 
differently, i:e., the helmet can be installed on the bag and then secured to the carrier. 
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4. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions require a different field of search (see MPEP § 808.02), restriction for examination 
purposes as indicated is proper. 

5. Because these inventions are independent or distinct for the reasons given above and 
there would be a serious burden on the examiner if restriction is not required because the 
inventions have acquired a separate status in the art in view of their different classification, 
restriction for examination purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 28-39 are withdravm from consideration as being directed to 
a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

6. Claims 1-4, 9-11, 21, 22, 23, 26, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bradshaw et al. (6161698). Bradshaw teaches a carrier having a body a helmet 
attached to the body the helmet configured to extend over the top of the heads of the clubs as 
claimed. With respect to the limitation "adapted to constrain the golf clubs firom moving a 

over the structure of Bradshaw. Furthermore, by wrapping the cover tightly as shown in Fig. 12, 
the clubs are constrained in any direction including the longitudinal direction as claimed. It is 
noted that the new limitations does not read over the Bradshaw reference, since the helmet of 
. Bradshaw is adjustable and flexible. Furthermore, it is noted that the flexible helmet of 
Bradshaw provide constraint in any direction, including the orientation perpendicular to shafts of 
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the golf clubs. With respect to the recitation 'top of the heads of the golf clubs" just means a top 
portion of the golf club, and the two flaps extend over and engage the entire golf club including 
the top portions of the golf clubs. 

Regarding claim 2, note that the term "portion" is broad. In the very least, there is a 
lower portion being called a shaft portion, and upper portion called the head as claimed. 
Furthermore, since either portions are planar either having extending portions in both directions 
including one perpendicular to the golf bag and one parallel to the golf bag. 

Regarding claim 3, note the locking mechanism by hooks and loops 60 and 62. 

Regarding claim 4, note sleeve 42. 

Regarding claim 21, noted that one of the other portion 48 and 58 is the protective 
member as claimed, i.e., either 48 can 58 can extendible about the golf club heads to engage and 
secure the side surfaces as claimed. 

7. Claims 1-24, and 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bradshaw in view of Newman-Butler (1612741), and fiirther in view of Moore, Jr. (1437349). 
To the degree it is argued that Bradshaw does not teach the helmet. Newman-Butler teaches that 
it is known in the art to provide a helmet portion at 47. It would have been obvious to one of 
ordinary skill in the art to provide a helmet portion to provide added protection. If portion 47 of 
Nevraian-Butler is the helmet portion then portions 48 and 58 in Bradshaw comprises the 
protective member as claimed. Moore, Jr. provides further evidence it is desirable to provide the 
helmet flap 4 for protection of the inside clubs. Thus, to provide a helmet flap in Bradshaw as 
taught by Moore, Jr. would have been obvious. 
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8. Claims 9-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Rea (3245448). 
Rea teaches a carrier having a helmet at layer 18, a body with a sleeve at portion 12, and a 
protective member 26 having two free ends 34 that can overlap. Note that the term "helmet is 
broad" and the functional limitation does not impart any structures over the layer 18 in Rea. 
Furthermore, in the very least, layer 1 8 can constrain any elongated contents in the longitudinal 
direction as claimed. 

Regarding claim 13, note that each of protective and helmet portion having at least one 

layer. 

9. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Lickton 
(6039243). Lickton teaches a golf bag carrier having a body a helmet being the cover 38 and the 
protective cover being the portion 42 extending circumferentially of the golf bag. It is submitted 
that the cover 38 can be tied to provide constraint to the golf clubs including the constraining of 
the golf clubs from moving longitudinally. The sack can be tied at a point below the opening so 
that it would constraint some of the golf clubs from moving longitudinally. Regarding claim 4, 
note the rigid sleeve 34 in fig. 14 and the protective member 42 received within the sleeve in Fig. 
4 having two buckle ends for overlapping attachment. 

10. Claims 6, 10, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lickton in view of either Orestano or Hammill. To the degree it is argued that the two end 
portions of the protective member 42 are not overlapped, it would have been obvious to one of 
ordinary skill in the art to provide overlapping straps as taught by either Orestano or Hammill to 
provide an alternative means for securing the inside bag. 
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1 1 . Claims 9-15 are rejected under 35 U.S.C. 102(b) as being anticipated by Parks et ai. 
(644685 1). Parks teaches a carrier having a carrier having a helmet portion layer 7, having a 
head portion (at 17) and shaft portion (at 18), and a sleeve (portion 30), a protective member 37 
having a first free end at 41 and a second free end (the opposite portion in part 10) for 
overlapping attachment. 

12. Claims 9-13, and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by Johnson 
(4951818) or in the alternative, under 35 U.S.C. 103(a) as being unpatentable over Johnson in 
view of either Orestano (4878i585) or Hammill (6874628). Johnson teaches a body, portions 

12 A, 14A, 13 A, and 62 together forming a sleeve inside the carrier and protective member 
portions 35 and 36 are positioned within the sleeve as claimed. 

In the alternative, to the degree it is argued that the ends of the protective member are not 
overlapped. It would have been obvious to one of ordinary skill in the art to provide overlapping 
straps as taught by either Orestano or Hammill to provide an altemative means for securing the 
inside bag. 

13. Claims 1-3, and 16-24 are rejected xmder 35 U.S.C. 102(b) as being anticipated by 
Newman-Butler (1612741). Newman-Butler teaches a carrier with an adjustable and flexible 
helmet at 47 and in an orientation substantially perpendicular to. the shafts of the golf clubs, and a 
protective member 45 with free end overlapping at 46 in Fig. 3. With respect to the carrier 
carrying another golf bag. The examiner submits that the device in Newman-Butler is capable of 
accommodating another smaller golf bag inside. 

14. Claims 1-4, 16, 18-20, 21-24, 26, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tan (6401890) in view of Newman-Butler (1612741). Tan teaches a carrier 
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for a golf bag, and a helmet (the cover) attached to the body via the protective member 4. Tan 
does not teach the helmet as claimed. Newman-Butler teaches that it is known in the art to 
provide an adjustable and flexible helmet configured to extend over and engage the top of the 
heads of the golf clubs (note flap 47 extending over the opening and being perpendicular to the 
shafts of the clubs). And protective members 45 extendible about the golf club heads to engage 
the side surfaces of the golf club heads. Together, the protective member and the helmet 
defining a protective enclosure for the golf club heads. It would have been obvious to one of 
ordinary skill in the art to provide the bag along with the helmet as taught by Newman-Butler to 
enable one to transport a different golf bag. 

Regarding claim 4, note that portion 4 of Tan is the sleeve as claimed. 

15. Claim 25 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

16. Applicant's arguments have been fiiUy considered but they are not persuasive. With 
respect to Bradshaw, applicant asserts that there is not thing in Bradshaw teaching "extend over 
and engage the top of the heads of the golf clubs". The examiner submits that one of the flaps 48 
and 58 in Bradshaw meets this limitation that either flap extends over and engage the top of the 
head of the golf clubs. Fig. 6 shows that the two flaps extend over the engage the top of the head 
of the golf clubs and similar to that of Fig. 12. With respect to the term "extend over", the 
examiner submits that the either flap extend over the golf club, i.e., it overlay the golf club head 
shown in Fig. 12. Furthermore, it is noted that in the recitation "engage the top of the heads of 
the golf clubs". The "top of the heads of the golf clubs" just means a top portion of the golf club. 
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and the two flaps extend over and engage the top portions of the golf clubs. Furthermore, it is 
noted that the claim(s) must be distinguished from the prior art in term of structure rather than 
function. In re Danly, 263 F.2d 844, 847(CCPA 1959). Furthermore, apparatus claims cover 
what a device is, not what a device does, Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F. 2d 
1464, 1469 (CCPA 1935). See MPEP 2114. in this case, the flexibility of the cover is capable, 
due to its flexility, of the function limitation "extend over and engage the top of the heads of the 
golf clubs" as claimed. 

With respect to Rea, applicant asserts that Rea does not describe or suggest a protective 
member received in a sleeve. Applicant broadly asserts that the lining 12 in Rea is not operable 
as a sleeve. However, applicant fails to point out exactly what are the differences from the 
claimed sleeve and the sleeve as, taught by Rea. Applicant also asserts that Rea also fails to 
reach the first end and second end extend circumferentially around the golf bag. It is noted that 
the claimed recites the golf bag is an intended use structure, and the protective member in Read 
is capable of circumferentially extending around the golf bag. It seems that applicant is 
asserting that the golf bag is to be read as a combination with the carrier device by asserting the 
limitation of the protective member "extend circumferentially around the golf bag," 

With respect to the Johnson reference, applicant asserts that portions 35 and 36 are not 
received in a sleeve. The examiner submits that portions 12 A, 14A, 13 A, and 62 together 
forming a sleeve inside the carrier and portions 36 and 36 are positioned within the sleeve as 
claimed. With respect to the protection assembly extend around the circumference of a golf bag, 
the examiner submits that portions 35 and 36 are partially extending around the circumference of 
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the golf bag. It seems that applicant is asserting that the protecting member to extend the entire 
circumference of the golf bag. If this is the case, applicant should amend the claim to recite 
protecting member to extend the entire circumference of the golf bag. 

With respect to the helmet, the examiner submits that the claim should be interpreted in 
the broadest meaning. In this case, portion 8a is the helmet as claimed. It seems from Fig. 6 of 
the disclosure that the protective portion 500 is attached to the body of the device. This is 
similar with the interpretation in Johnson where portion 8 A is attached to the body of the device. 
The examiner agrees that the prior art cannot anticipate the claim if there is any structural 
difference. However, applicant fails to point out any structural differences between the 
helmet/protective device of Johnson and the claimed device. 

With respect to the Lickton rejection, applicant asserts that the sack is not adapted to 
constrain the golf clubs from moving longitudinally, the examiner disagrees. It is submitted that 
the sack can be tie to provide constrain to the golf club including the constraining of the golf 
clubs from moving longitudinally. The sack can be tie at a point below the opening so that it 
would constraint some of the golf clubs from moving longitudinally. Furthermore, it is noted 
that applicant is asserting that the golf bag is to be read as a combination with the golf clubs by 
asserting the limitation of "constrain the golf clubs from moving in a direction along said 
longitudinal axis." Furthermore, the examiner submits that golf clubs can have a plurality of 
sizes and the long golf clubs can be constraint by the tying of the loop of the helmet device in 
Lickton. 
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With respect to the sleeve, it is noted that the term "sleeve" is broad and portion 42 is the 
sleeve extending circumferentially of the golf bag as shown in fig. 2. The tv^o portions 
overlapped at their buckled ends. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tri M. Mai whose telephone number is (571)272-4541. The 
examiner can normally be reached on 7:30am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Stashick can be reached on (571)272-4561. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.. 

Tri M. Mai ' ' " 
Primary Examiner 
Art Unit 3781 



